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Let’s start with some basic thoughts

•Intellectual Property is derived from 
• US Constitution
• Case Law

•IP Management
• Concept of providing for orderly use of intellectual property and 

intellectual property rights
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What things we ask

•What do we currently know (or think we know)?
•What do we need to know?
•How should we address the gap?
•What will be the impact of our actions/inactions?
•What is the schedule and time horizon?
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Key Principles and 
Foundation

5

Why do we want to spend time on this?

Presenter Notes
Presentation Notes
U.S. Copyright law gives the author of an original work, such as a scholarly article, the exclusive rights to reproduce, distribute, adapt, publicly perform, and publicly display the copyrighted work. Copyright protection is now automatic. The author obtains these exclusive rights at the moment the copyrighted work has been “fixed in a tangible medium,” such as when a written work has been saved on a computer’s hard drive or printed.
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Copyright protection is automatic

• Copyright protection with no need for notice, publication, or 
registration when:

• Minimal creativity:   Some modicum of creativity is required, but 
there is no definitive rule concerning how much must exist

• Originality:  The work must be unique and independently created. 
Existing works can be combined in new

• Fixation: The work must be fixed perceived directly or with the aid 
of a machine or device

United States Copyright Office is undertaking a public study on 
moral rights for authors, specifically the rights of attribution and 
integrity
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Copyright Notice

Presenter Notes
Presentation Notes
It is not necessary to place the copyright notice (since March 1, 1989). However, using a copyright notice puts others on notice that you are claiming copyright. This makes it more difficult for an infringer to claim that he or she had no knowledge of infringement. 
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I will tell you about

• Works for Hire

• Public Domain

• Fair Use

8

http://thevisualcommunicationguy.com/wp-
content/uploads/2014/09/Infographic_Did-I-Plagiarize1.jpg 

Presenter Notes
Presentation Notes
http://thevisualcommunicationguy.com/wp-content/uploads/2014/09/Infographic_Did-I-Plagiarize1.jpg 
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• All employee generated material belongs to the employer
• Most contracted material belongs to the sponsor

• Must be designated in writing (contract) before it is created
• Best practice is to include a Copyright Transfer in the 

contract language

Works for Hire

Photo source: https://paynebritton.wordpress.com/2016/05/03/works-for-hire-and-the-no-moonlighting-clause-if-you-write-an-app-on-the-side-does-your-boss-own-it-anyway

Presenter Notes
Presentation Notes
Photo source: https://paynebritton.wordpress.com/2016/05/03/works-for-hire-and-the-no-moonlighting-clause-if-you-write-an-app-on-the-side-does-your-boss-own-it-anyway/When the copyrighted work is created by an employee within the scope of employment, a national division emerges. In the US, under the work-made-for-hire rule, the employer is treated as the author, and the employee has no rights. In the rest of the world, the individual creator(s) start(s) with the rights, but these may automatically be transferred to the employer if the employment agreement provides for this.If the work is created by an independent contractor and the independent contractor signs a written agreement stating that the work shall be “made for hire,” the commissioning person or organization owns the copyright only if the work is (1) a part of a larger literary work, such as an article in a magazine or a poem or story in an anthology; (2) part of a motion picture or other audiovisual work, such as a screenplay; (3) a translation; (4) a supplementary work such as an afterword, an introduction, chart, editorial note, bibliography, appendix or index; (5) a compilation; (6) an instructional text; (7) a test or answer material for a test; or (8) an atlas. Works that don’t fall within one of these eight categories constitute works made for hire only if created by an employee within the scope of his or her employment.
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Fair Use Doctrine

• Research, criticism, commentary, teaching, news reporting, 
and parody exempted

• Four factors:
(1) the purpose and character of the use; 
(2) the nature of the copyrighted work (worthiness factor); 
(3) the amount and substantiality used in proportion to the whole; 

and 
(4) the effect on the marketplace on the potential market or value of 

the copyrighted work
Non Commercial uses are favored

Presenter Notes
Presentation Notes
Purpose and Character of UseFair use defines using copyrighted works for education, research, news reporting, scholarship, criticism and comment as being protected under the Fair Use Doctrine. This essentially covers most personal blogs, news outlets, schools and editorial usage of copyrighted materials. However, you still have to consider that this is only one of the four factors to consider. If you stand to make a profitable gain from screen capture usage, it is likely going against fair use.Nature of Copyrighted WorkSince copyright doesn't protect the idea of the work, just the exact work itself, the less creative the work, the more likely it is deemed fair use. However, just because the facts themselves are not protected, doesn’t mean the arrangement of the fact isn’t. As a general rule, it is more likely to be considered fair use the more factual than creative the copied work is.Amount and SustainabilityThis one of the four factors is pretty vague. There are no hard line limits on how much of the material you can copy. But, when you consider the widespread nature of the internet and the ease of replication and sharing there is some relevance to this factor for images. By the very nature of an image, you aren’t as likely to us a partial image. Though in the case of a screen capture, you may only be highlighting a part of the whole. The most concrete application of copied images being fair use is when the images are used in a transformative or productive manner like a parody. By becoming transformative, a stand-alone interpretation gets created of a copyrighted image and becomes something new, i.e. its own entity.Effect upon Works ValueThe closer you get to using someone else’s creative works for your monetary or commercial gain, the less likely you are to be protected under fair use. Courts do strive to seek balance between the rights of the rights holder and the general benefit and welfare of the public so there is a little wiggle room here. However, if you have everything to gain and the rights holder won’t benefit or could be harmed by your use, the courts are not likely to side in your favor.Moral of the story: It’s likely that if you are using a screen capture of copyrighted works to educate, comment, or criticize the topic the use of screen capture images are aptly deemed fair use. It generally comes down to money. If you are going to profit from the use of a screen capture image, you may be in violation of fair use.Princeton University Press vs. Michigan Document Services 99 F.3rd 1381 (6th Circuit 1996). Cert. Den’d. 117 S. Ct. 1336 (1997).
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Fair Use Guidelines 

• Checklists
• Look for permission information or guides

• If it is posted, follow them carefully!
• If not posted, credit the source
• Link to sources rather than copying information over

• How much is too much?
• Good rule is >10%

• Acting in good faith
• Honest or sincere intention to honor the materials

11

Presenter Notes
Presentation Notes
Fair use is a limitation and exception to the exclusive right granted by copyright law to the author of a creative work. In United States copyright law, fair use is a doctrine that permits limited use of copyrighted material without acquiring permission from the rights holders. Examples of fair use include commentary, search engines, criticism, news reporting, research, teaching, library archiving and scholarship. It provides for the legal, non licensed citation or incorporation of copyrighted material in another author’s work under a four-factor balancing test."
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Public Domain

• Internet ≠ Public Domain
• Why have a public domain?

• Build upon other work

12

Author(s): August E. Evrard, PhD. 2010

License: Unless otherwise noted, this material is made available 
under the terms of the Creative Commons Attribution-Non-
commercial-Share Alike 3.0 License: 
http://creativecommons.org/licenses/by-nc-sa/3.0/ 
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How does something get into the Public 
Domain? 
• Copyright has expired
• Copyright owner failed to renew
• Copyright owner deliberately places it in the public domain

• “Dedication to the public domain”
• Does that entity hold the rights to dedicate it?

• Copyright law does not protect this type of work

13

Presenter Notes
Presentation Notes
As of 2019, copyright has expired for all works published in the United States before 1924. In other words, if the work was published in the U.S. before January 1, 1924, you are free to use it in the U.S. without permission. These rules and dates apply regardless of whether the work was created by an individual author, a group of authors, or an employee (a work made for hire).Copyright protection always expires at the end of the calendar year of the year it’s set to expire. In other words, the last day of copyright protection for any work is December 31. For example, if an author of a work died on June 1, 2000, protection of the works would continue through December 31, 2070.
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You can dedicate IP to the Public Domain
• Enabling low-cost access to information without the need to 

locate an owner of IP rights

• Promoting and expanding education through the spread of 
ideas, inventions, and discoveries

• Restricting another party from claiming IP rights to a creation

• Enabling competitive imitation

• Promoting innovation without the cost of IP protection and 
defending protected IP

Presenter Notes
Presentation Notes
Low-cost access to IP refers to the option to use without transaction fees to an IP owner (licensing, etc.).With “free” access to IP, many more minds can put it to use and create new innovations.There is no overhead cost of protecting IP or defending IP against infringers.Once the IP is in the public domain, no other party can seek protection on it. Florida Indiana Massachusetts NorthCarolina– while California, Georgia, S. Carolina
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Highlighted Questions
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Key Project Efforts
• Copyright permissions in journals

• Relatively still undecided for transportation research programs
• Take down notices

16

https://www.setindiabiz.com/learning/copyright-transfer/

Presenter Notes
Presentation Notes
The author retains these exclusive rights up until the moment the author signs a written agreement to transfer some or all of these exclusive rights. (By contrast, an author may give others non-exclusive permission to use the copyrighted work in a variety of ways, including through verbal agreement.) A transfer of any exclusive right is truly exclusive—once transferred the author may no longer exercise that right. If the author intends to retain the right to make any further uses of the copyrighted work, or intends to grant others permission to make any use of the copyrighted work, the author must make this clear in a written transfer agreement.Copyright licenses do not extend to copyrightable materials that are not research deliverables, such as student theses or researcher publications in journals.
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Copyright Ownership

• Initially by the authors
• Listed authors
• Joint ownership

• And if a co-owner decides to transfer his interest to a publishing 
company who can better exploit his interest, he may do so 
without the involvement of the other co-owner. This last point is 
critical: Though a co-owner can only transfer whatever interest 
he owns, and cannot purport to be transferring the entire 
copyright, the transfer nonetheless satisfies Section 201(d).

17

Presenter Notes
Presentation Notes
Copyright is owned initially by the author(s) of a copyrighted work. For copyright purposes, the author is the person or persons who make the creative or editorial decisions about how to express the underlying facts and ideas. This is a much more constrained version of authorship than applies in science. This gap between what science and copyright law values is readily seen in how credit is distributed for a scientific publication. Scientists recognize that results emerge from team effort, and scientists have developed conventions about who is listed as an author and in what order to signal this recognition to the broader community. For copyright purposes, however, only those members of the team who expressed themselves by writing the words, drawing the figures, or otherwise creating original expression are authors with rights under copyright.Thus, if there is a copyright layer to a dataset or database, the owner(s) of the copyright(s) associated with this layer would be the one(s) who chose how to organize, arrange, annotate, or visualize the data rather than the one(s) involved in its generation or collection [Reichman JH, Uhlir PF. A contractually reconstructed research commons for scientific data in a highly protectionist intellectual property environment. Law & Contemp Prob. 2003; 66: 315–462. http://scholarship.law.duke.edu/faculty_scholarship/1515.View Article[The Copyright Act provides for joint authorship when a work is prepared by more than one author "with the intention that their contributions be merged into inseparable or interdependent parts of a unitary whole". If joint authorship exists, the authors of the "joint work" will be recognized as the co-owners of the copyright in that workThe publisher could prove that it was a co-author if the publisher acted as a collaborator in the work. One example of such a collaboration would be when an employee of the publisher or a freelancer hired by the publisher added copyrightable materials to the work made for hire; such as illustrations prepared by a staff artist within the scope of the artist's employment or by a freelance artist who prepared the artwork as a work made for hire that satisfied the requirements of the Copyright Act or by copyright assignment by the freelance artist to the publisher.��Another situation where joint authorship could arise is if the work is created in its entirety by employees of the publisher, but where a portion of the work was not created within the scope of an employee's job; an example of this could be where an editor was asked to write materials for inclusion in the work, and/or where the work was created outside the employee's normal work day and possibly at a location other than the place of employment, such as in the evening and/or on weekends at home. Under this scenario the employee could claim that he/she was a co-author of the work. If the employee is successful in this attempt to acquire joint authorship the employee would be recognized as a co-author of the work.
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License and Assignment and Transfer

• These are different terms

• Exclusivity

18
https://usu.instructure.com/courses/494506/assignments/2416877

Presenter Notes
Presentation Notes
If a copyright owner transfers all of the rights unconditionally (and retains nothing), it is generally termed an “assignment.” When only some of the rights associated with the copyright are transferred, it is known as a “license.” An exclusive license exists when the transferred rights can be exercised only by the owner of the license (the licensee), and no one else — including the person who granted the license (the licensor). If the license allows others (including the licensor) to exercise the same rights being transferred in the license, the license is said to be non-exclusive.Transfers of copyright ownership are unique in one respect. Authors or their heirs have the right to terminate any transfer of copyright ownership 35 to 40 years after it is made.A transfer of an exclusive right can be contrasted with the grant of a non-exclusive license. A nonexclusive license is generally characterized by a retention of the licensed right by the licensor. If a copyright holder gives you permission to make copies of her work, but retains the right to make copies herself and may give similar permission to others, then you have a non-exclusive license. However, if the copyright holder grants you all the rights she has with respect to whatever permission is at issue, leaving even herself without the right that has been given to you, then that must be interpreted as a transfer of an “exclusive” right of copyright, even where another co-owner may retain similar rights.
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Special Cases

• Video Streaming

19

http://buzz.dragonarmy.com/wp-content/uploads/2017/08/streaming.jpg

Presenter Notes
Presentation Notes
When streaming a video from a service you personally subscribe to such as Netflix, HULU, etc., check the licensing terms.  They take precedence over copyright and fair useDigital Millennium Copyright Act It criminalizes production and dissemination of technology, devices, or services intended to circumvent measures that control access to copyrighted works (commonly known as digital rights management or DRM). It also criminalizes the act of circumventing an access control, whether or not there is actual infringement of copyright itself. In addition, the DMCA heightens the penalties for copyright infringement on the Internet. Passed on October 12, 1998, by a unanimous vote in the United States Senate and signed into law by President Bill Clinton on October 28, 1998, the DMCA amended Title 17 of the United States Code to extend the reach of copyright, while limiting the liability of the providers of online services for copyright infringement by their users.
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Strategies for the Future
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Where are the largest risks to a state with 
respect to IP?
•Database development
• Access to necessary documentation

•Specialty software
• Getting the Right to Use the Software and Related Documentation 
• Agreeing to the Rights of the Developer

•Reports and Graphics
• Inappropriate or unauthorized use of state DOT IP.

•Logos/Branding of the Program
•Liability if unknowingly using others’ IP without consent 
(e.g., a state DOT employee using copyrighted material 
found on the web)
•A third party laying claim to state DOT IP 

Presenter Notes
Presentation Notes
many components of the software, such as the operating system, a database engine, or communications packages, have been developed by third partiesA third party laying claim to IP that has been developed using state DOT funding. 
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Operational Models
 IP Management Key Factors Analysis

Presenter Notes
Presentation Notes
The legal dimension is concerned with controlling and identifying protectable assets. It is important to be aware of issues surrounding IP laws and the expressed rights and privileges granted to IP owners. Also, it is important to document and review the use of third-party IP to minimize the risk of infringement. It is necessary to understand the principal forms of IP and which are applicable to specific types of inventions. It is necessary to establish a formal disclosure process to screen the results and deliverables from each activity/project to identify protectable assets. Finally, it is necessary to have model contracts to provide guidance regarding potential licensing negotiations and IP ownership issues.  The technical dimension is concerned with understanding the field of application of a protectable asset. The fields of application will likely impact which forms of IP protection are considered or even applicable. Additionally, it is important to understand the likelihood of the IP protection being adopted and implemented. The key is to address whether identifying, protecting, and managing a given asset as IP is worth the investment. It is important to understand if the target users have the complementary assets or organizational structure to successfully practice or use the IP (Teece, 1986). The economical dimension is concerned with the economic impact of IP to the agency, general public, contractors, and other potential IP stakeholders. IPM can be an expensive endeavor. There are costs to acquire and maintain the protection (e.g., patent prosecution cost, maintenance cost). This life cycle cost will have a significant influence on the IPM strategy (e.g., IP audit, IP inventory). If IP is licensed, there is a cost associated with the license negotiation. After the license has been signed, there is a cost to monitor for compliance. A cost-benefit analysis which examines all options (e.g., patent life cycle cost, royalties from commercialization, or dedicating to the public domain) will be a key decision factor in pursuing IP protection. The organizational dimension is concerned with establishing an IPM agenda and approach (i.e., the organization’s IPM policy). At minimum, this would include educating and training employees, as well as contractors, on IP issues that are critical to the IPM policy. Additionally, employees need to know how to recognize IP that may be of value to the organization and to understand their role in managing it, consistent with the IPM policy. 
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What is gained through IPM?

• Maintain access to creations

• Protect IP rights of others, including contractors and 
employees

• Shield state DOT contractors from IP infringement claims

• Identify contributions to the field by DOTs

Presenter Notes
Presentation Notes
Maintain access to results derived from funded projects or employee inventors and creators.Protect the interest and IP rights of others, including contractors and employees.Shield state DOT contractors from IP infringement claims by other state DOT contractors or other third-party patent owners.Identify contributions to the field by DOTs, including contractors and employee inventors.
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Intellectual Property Management needs to 
start early
• Establish a team for looking at IP issues in your state
• Consider software escrow accounts
• Understand what tools and documents should be protected

• Look closely at Management Systems and legacy reports
• Work collaboratively with vendors and consultants
• Exercise copyright protections
• Inventory copyrights 
• Ask before stealing
• Avoid traps

Presenter Notes
Presentation Notes
Use of software escrow accounts is one approach that allows the contractor to maintain rights and also protects the buyer. A Software escrow account is a specialized firm that holds intellectual property such as source code and designdocumentation in case the contractor defaults, or goes bankrupt. Then, it is released to the buyer.
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Key Steps in the IP Management Process
• STEP 1: Identifying the person(s), organization,  or an office that 

will be responsible for handling IP issues within the organization.

• STEP 2: Identifying and documenting potential IP created through 
the performance and asset management processes
• Create and use inventory forms

• STEP 3: Make the decision on how the potential IP will be 
handled.
• Technology transfer.

• STEP 4: Monitoring intellectual property management results and 
performance.
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• Jason Bittner
• Practice Area Lead
• (608) 770-0394
• jbittner@ara.com
• @ARA_Bittner

Contact Information

mailto:jbittner@ara.com
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